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Book Review: Patent 
Claims: Interpretation, 
Validity and Infringement  

A new Australian patent law book is a rare thing. A search 
of the National Library of Australia’s catalogue reveals few 
examples in recent decades, most notably Dr Bodkin’s work 
(last edition published in 2024), Bucknell et al’s annotated 
Patents Act (published in 2004), and the late Professor 
Lahore’s loose-leaf service (first published in 1996). By this 
book, the author Dr David Brennan joins an exclusive club of 
authors who have sought to explain the complex beast that is 
Australian patent law.

Patent Claims: Interpretation, Validity and Infringement (“Patent 
Claims”) is in four parts. The first part introduces patent 
claims, describing their history and logic, the first-to-file 
system, priority dates, and claims to substances. The second 
part is on claim construction, whose three chapters trace 
the development of the law in three chronological periods 
from early 1900s to now. The third part addresses validity 
grounds: manner of manufacture, novelty and secret 
use, inventive step, utility, section 40 grounds, and false 
suggestion. The last part deals with primary and secondary 
infringement.

The book has two distinct features. The first feature is that it 
considers Australian patent law through the lens of the patent 
claim. Thus, the book starts – not with the usual chapter 
“What is a patent?” or “What is an invention?” – but with a 
discussion on the history and logic of patent claims. In this 
chapter, the reader learns that the patent claim achieved its 
primacy only relatively recently, in the late 1800s.2

The second feature of Patent Claims is that it is written in a 
historical prose style, rather than in a propositional style. 
Many chapters trace the development of a concept before 
explaining the current position. For example, Dr Brennan 
describes the development of claim construction principles 
in three chapters before setting out a useful restatement of 
the current principles. This historical review helps readers 

understand not only what the law is, but why it is what it is. 
It is a book for obtaining a deeper understanding of patent 
law by reading entire sections or a whole chapter,3 not a brief 
ready-reckoner of principles.

The author also discusses controversies and difficult 
questions. For example, he describes the development of 
“whole of contents” novelty and then notional claims in 
Du Pont v ICI Chemicals.4 Dr Brennan criticises the notional 
claims approach as a retrograde step back to something 
alike prior claiming, the historical concept before “whole of 
contents”. A judge of the Federal Court of Australia recently 
accepted this criticism.5

On the perennial controversy that is manner of manufacture, 
the author describes the Aristocrat v Commissioner of Patents 
“imbroglio” up to the 2024 primary judge decision.6 The 
second Full Court decision7 was issued shortly after the 
book’s publication. Regrettably, that Full Court did not 
answer Dr Brennan’s philosophical question at the end of 
the chapter: whether having two approaches for construing 
a claim – in manner of manufacture, characterisation of the 
“substance of the invention”; in novelty and infringement, 
a primarily textualist construction – represents good law. 
Perhaps the High Court of Australia will answer this question 
should special leave to appeal be granted again.

As to authorisation infringement, Dr Brennan detects 
a difference in the knowledge requirement between the 
copyright authorities8 and the patent authorities.9 Whether 
this difference will lead to the development of a patent-
specific principle on knowledge remains to be seen.

The book does omit some topics relevant to practice. 
Intentional omissions include patent ownership, 
innovative step, patent term extensions, some exceptions to 
infringement, and Patent Office practice. The book may also 
have benefited from a chapter on patent drafting.

By Dr David Brennan  
[Federation Press, 2025, pp 464, RRP AU$250] 
 
Wen H Wu1



INTELLECTUAL PROPERTY FORUM — ISSUE 142 49

BOOK REVIEW: PATENT CLAIMS: INTERPRETATION, VALIDITY AND INFRINGEMENT

If one must nitpick, some early chapters (first-to-file; priority 
dates; claims to substances) are not very “introductory” and 
may be more easily understood after reading later chapters 
(novelty; manner of manufacture). But that slight difficulty 
is easily overcome by the reader choosing the order in which 
they read the chapters.

In sum, Patent Claims should be compulsory reading for 
practitioners practising in patent law and students studying 
it. It is an ideal textbook for trainee patent attorneys 
studying their topic H (interpretation and validity of patent 
specifications). The book is a welcome and worthy addition to 
any reader’s patent law library.
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